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DETAILED ACTION 

a. This action is taken to response to Request for Continued Examination filed on 
11/17/2006. 

. b. Claims 1-29 are pending. Claims 1, 9, 16, 18, 21, and 28 are independent claims. 

Continued Examination Under 37 CFR LI 14 
A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on November 17, 2006 has been entered. 

Response to Amendment and Remarks 

Applicant's amendments and remarks have been fully and carefully considered but are 
moot in view of new/old grounds of rejection. 

Examiners are required to give claim limitations their broadest reasonable interpretation 
in light of the specification, see MPEP 2111 (Interpretation of Claims-Broadest Reasonable 
Interpretation). During patent examination, the pending claims must be 'given the broadest 
reasonable interpretation consistent with the specification.' Applicant always has the 
opportunity to amend the claims during prosecution and broad interpretation by the examiner 
reduces the possibility that the claim, once issued, will be interpreted more broadly than is 
justified. In re Prater, 162 USPQ 541,550-51 (CCPA 1969). 
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Based on the broadest reasonable interpretation, for instance, incoming messages are 
received by accessing an electronic archive through network, the received messages (the 
electronic archive) are parsed to extract e-mail address. Therefore, Harms teaches the limitation 
of "accessing an electronic archive comprising a list of e-mail addresses" and "parsing the 
electronic archive for the e-mail address.." as recited in claim 9. 

Regarding Applicant's arguments that "the email resolution list of Tafoya is not an 
electronic address book" because an electronic address book allows a user to select an address 
book entry from a list, and does not require part of the email address to be entered before an 
entry is selected. The Examiner respectfully disagrees. First, an address book is "a reference 
section listing e-mail addresses and individual's names" (see Microsoft Computer Dictionary, 
Fifth Edition, 2002), therefore, resolution list is an address book that provides information of 
persons' name and corresponding e-mail addresses (Figure 6). Second, how the email address to 
be entered to an e-mail depending on the e-mail system and are irrelevant to the claim language. 
Regarding Applicant's arguments that Tafoya fails to disclose, "adding the e-mail address to the 
electronic address book further comprises adding the e-mail address if the e-mail address occurs 
at a certain frequency, the e-mail address is similar to another e-mail address, or a date associated 
with the e-mail address meets a threshold " because Tafoya fails to disclose a particular 
minimum frequency for which it is guaranteed that the email will not be included. The Examiner 
respectfully disagrees. It is noted that the features upon which applicant relies (i.e., ..any email 
address with a frequency less than N is automatically excluded from the address book,. . .) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 1 8 1 , 26 USPQ2d 1 057 (Fed. Cir. 1 993). 

Regarding Applicant's arguments about that Tafoya fails to disclose "the remote parsing 
of the email" because the data store is local. Tafoya discloses that database mail store can be 
located on local or public servers (see column 7, lines 30-31). 

Regarding Applicant's arguments about that Creswell fails to disclose, "accessing a first 
source electronic address book for a first e-mail address" because Creswell only involves one 
address book. The Examiner respectfully disagrees. Creswell discloses multiple address books 
on the network (items 30, 32, 34) and when a "Send To" address (a first e-mail address) does not 
exist in the user address book, external databases are search to locate the address information to 
add to the user address book (Figure 3). The external databases are of various types including, 
for example, a user address book; other user directories and public directories (column 2, lines 
34-37). Furthermore, on-line public directories, e.g., "white pages", "yellow pages", are well 
known "address books" that contains contact information (column 3, lines 61-67). 

Regarding Applicant's arguments about that Harms fails to disclose, "determining if the 
at least one archive from which the e-mail address was retrieved includes an organization; 
organizing the electronic address book according to at least a portion of the at least one archive 
from which the e-mail address was retrieved" because Harms does not organized the electronic 
address book in accordance with the organization of the source. The Examiner respectfully 
disagrees. It is noted that the features upon which applicant relies (i.e., .. organizing the 
electronic address book in accordance with the organization of the source,...) are not recited in 
the rejected claim(s). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) ah application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 9-12 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by Harms et 
al. (US Publish 2003/0078981, hereinafter referred as Harms). 

As to claim 9, Harms discloses a method for use in generating and maintaining an 
address book, comprising: 

Accessing, over a network, an electronic archive comprising a list of e-mail addresses 
generated with a first application (access through network to retrieve incoming message 
generated by sender application, Figures 1-3, paragraph [0031]); 

Parsing the electronic archive for the e-mail addresses, based on the first application 
(retrieve e-mail address and/or name based on incoming message or inbox, abstract, Figures 2-3, 
paragraph [0007], [0026], lines 2-6); 

applying a first criterion to a first retrieved e-mail address(check to see e-mail existing in 
contact list, Figure 2, paragraph [0037], lines 3-6); and 
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adding the first retrieved e-mail address to an electronic address book if the first criterion 
is met (add e-mail address automatically or after approval, paragraph [0027], paragraph [0031]). 

As to claim 10, Harms discloses the elements of claim 9 as noted above and further 
discloses wherein the applying includes applying a second criterion to the first retrieved address 
(filter address to include message from specified domains as second criterion, Figure 6, 
paragraph [0035], lines 1 1-16); and the adding includes adding the first retrieved address to the 
electronic address book if both the first and second criteria are met (new e-mail address comes 
from specified domain will be added, Figures 2 and 6, paragraph [0036]). 

As to claim 11, Harms discloses the elements of claim 10 as noted above and further 
discloses supplying a plurality of criteria options (filter rules reads on criteria, Figure 6, 
paragraph [0026], lines 6-14, paragraph [0035], lines 1-5); and receivings selection of criteria 
including the first and second criteria (criteria can be user defined and selected, paragraph 
[0021], lines 6-14). 

As to claim 12, Harms discloses the elements of claim 10 as noted above and further 
discloses wherein the archive includes an archive of e-mails (message in database or storage 
device, Figure 3, paragraph [0030], lines 1-2); and the parsing includes parsing a plurality of 
fields associated with each e-mail of the archive (plurality of fields - "From Field", "To Field", 
and "CC Field", paragraph [0035], lines 5-1 1). 
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As to claim 15, Harms discloses the elements of claim 12 as noted above and further 
discloses generating a nickname in association with the first e-mail address (display name reads 
on nickname, abstract, lines 2-6); and adding the nickname associated with the first e-mail 
address to the address book (abstract, lines 6-8). 

Claims 21-27 are rejected under 35 U.S.C. 102(e) as being anticipated by Tafoya et al. 
(US Patent 6,952,805, hereinafter referred as Tafoya). 

As to claim 21, Tafoya discloses an apparatus for use in populating an electronic address 
book over a network (populating a resolution list over the network, resolution list contains 
contact information or email addresses and reads on "electronic address book", column 2, lines 
25-28), comprising: a transceiver in commemoration with the network (network interface or 
modem to communicate with network, Figure 1, items 158, 160, column 6, lines 35-41); a 
processor in commemoration with the transceiver (communicate through bus, Figure 1, items 
102, 106, column 5, lines 39-43); and a memory in communication with the processor (Figure 1, 
items 104, 226, 128, 130), and storing processor executable instructions that cause the processor 
to perform a plurality of actions, including: 

accessing, over the network, a plurality of archives of e-mails for an e-mail (Figure 2, 
items 210, 220, 230, column 6, lines 55-61); 

parsing the e-mail to obtain an e-mail address based at least in part on an application 
associated with the e-mail (retrieve email address from data store, column 6, lines 61-67, column 
7, lines 23-36); 
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adding the e-mail address to the electronic address book (add to resolution list when 
email address matches criteria, Figures 4C, 4D, item 440, column 12, lines 45-64); and 

providing to a user device, over the network, an access to the electronic address book 
(user can save or edit the list, column 2, lines 33-35). 

As to claim 22, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein adding the e-mail address to the electronic address book further comprises 
adding the e-mail address if the e-mail address occurs at a certain frequency (Figure 4B, 
items416, 418, 420, column 12, lines 20-30) the e-mail address is similar to another e-mail 
address (Figure 4c, item 434), or a date associated with the e-mail address meets a threshold 
(column 8, lines 57-60). 

As to claim 23, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein the electronic address book is stored at least on one of the user device (column 
2, lines 33-35), the apparatus, or another network device/ 

As to claim 24, Tafoya discloses the elements of claim 21as noted above and further 
discloses wherein at least one of the plurality archives of e-mails is stored on the apparatus, the 
user device (database mail store located in local, column 7, lines 30-31), or another network 
device (Figure 2, items 210, 220, 230). 
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As to claim 25, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein the parsing further comprises sending a parsing instruction to cause remote 
parsing of the e-mail on a network device which stores the plurality of archives of e-mails 
(access data store to extract email address, column 7, lines 23-36). 

As to claim 26, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein each of the plurality of archives of e-mails is associated with a different 
application (different version software, various contact database or other types of electronic files, 
column 7, lines 23-36). 

As to claim 27, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein at least one of the plurality of archives of e-mails includes e-mails of different 
applications (different version software, various contact database or other types of electronic 
files, column 7, lines 23-36). 

Claims 28-29 are rejected under 35 U.S.C. 102(e) as being anticipated by Creswell et al. 
(US Patent 6,564,264, hereinafter referred as Creswell). 

As to claim 28, Creswell discloses an apparatus for use in populating a destination 
electronic address book over a network (update a user address book couple to the network, 
Figure 1, column 3, lines 48-50), comprising: a transceiver in communication with the network; 
a processor in communication with the transceiver; and a memory in communication with the 
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processor (connect and exchange information with network by any terminal device such as a PC, 
Figure 1, column 3, lines 23-35), and storing processor executable instructions that cause the 
processor to perform a plurality of actions, including: 

accessing a first source electronic address book for a first e-mail address, the first source 
electronic address book comprising a list of e-mail addresses generated with a first application 
(access address book for "send to" address, Figure 3,item 303, column 4, lines 44-47); 

evaluating the e-mail address based on a first defined criterion (check if address exist in 
the user's data set, Figure 3, item 303, column 4, lines 47-52); and 

adding the e-mail address to the destination electronic address book if the first defined 
criterion is satisfied (Figure 3, item 305, column 4, lines 54-56). 

As to claim 29, Creswell discloses the elements of claim 28 as noted above and further 
discloses wherein the actions further comprising: 

accessing a second source electronic address book for a second e-mail address, the 
second source electronic address book comprising a list of e-mail addresses generated with a 
second application (search other database, e.g. white pages or yellow pages supported by 
YAHOO or ALTA VISTA, Figure3, item 313, column 3, lines 61-67); 

evaluating the second e-mail address based on the first defined criterion (find required 
email address, Figure 3, item 315); and 

adding the second e-mail address to the destination electronic address book if the first 
defined criterion is satisfied (Figure 3, item 319, column 5, lines 6-9). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 16, and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by Huang 
et al. (US Patent, 5,966,714, hereinafter referred as Huang). 

As to claims 1, 16, and 18, Huang discloses a method/system/apparatus for use in 
populating an electronic address book (column 2, lines 1-31), comprising: 

searching through at least one archive of e-mails for an e-mail address (column 6, lines 2- 
7) based on a different application associated with each of the at least one archive (Figures l a, 
le, column 4, lines 5-18, 1 63-67, column 5, lines 1-16, column 6, lines 2-7); 

evaluating the e-mail address based on a first defined criterion (find new e-mail address, 
Figures 3d, 3e, column 9, lines 55-67, column 10, lines 1-26) ; and 

adding the e-mail address to the electronic address book if the first defined criterion is 
satisfied (Figure 3e, item 355, column 10, lines 9-10). 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill In the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-6, 8, 13 and 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Harms in view of Huang et al. (US Patent, 5,966,714, hereinafter referred as Huang). 

As to claims 1, 16, and 18, Harms discloses a method/system/apparatus for use in 
populating an electronic address book (contact list reads on address book, paragraph [0021], 
lines 1-2), comprising: 

searching through at least one archive of e-mails for an e-mail address (search new 
message or messages in database, Figures 2-3, paragraph [0026], lines 2-6) based on a different 
application associated with each of the at least one archive; 
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evaluating the e-mail address based on a first defined criterion (find new e-mail address, 
Figures 2-3, paragraph [0037], lines 3-6, paragraph [0045], lines 2-4), ; and 

adding the e-mail address to the electronic address book if the first defined criterion is 
satisfied (add e-mail address automatically or after approval, paragraph [0031]). 

Harms does not explicitly disclose searching archive of e-mails associated with different 
application for an e-mail. 

Huang discloses searching e-mail address from multiple data sources such as e-mail 
folders and archive, and master address book on the network server (Figures la, le, column 4, 
lines 5-18, column 6, lines 2-7). It would have been obvious to a person of ordinary skill in the 
art at the time of invention was made to modify Harms' s disclosure to search e-mail associated 
with different applications as taught by Huang for the purpose of extracting e-mail address from 
different sources (Figure la, items 101, 103, Huang). The skilled artisan would have been 
motivated to improve the invention of Harms per the above such that address book can be 
populated by different servers/application (column 2, lines 10-15, Huang). 

As to claims 2 and 17, Harms discloses the elements of claim 1 as noted above and 
further discloses wherein the searching includes searching an "From" field, a "to" field and a "cc" 
field (Figure 6, paragraph [0035], lines 5-1 1). 

As to claim 3, Harms discloses the elements of claim 1 as noted above and further 
discloses wherein the evaluating includes determining if the e-mail address already exists in the 
electronic address book, and not adding the e-mail address in the electronic address book if it 
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already exists in the electronic address book (only select the address not in the contact list, 
paragraph [0037], lines 3-6). 

As to claims 4 and 19 Harms discloses the elements of claims 3 and 18 as noted above 
and further discloses wherein the evaluating includes evaluating the e-mail address based on a 
second defined criterion (include address from specified domains as second criterion, Figure 6, 
paragraph [0035], lines 11-16); and the adding includes adding the e-mail address to the 
electronic address book if both the first and the second defined criterion are satisfied (new e-mail 
address comes from specified domain will be added, Figures 2 and 6, paragraph [0036]) and not 
adding the e-mail address to the electronic address book unless both the first and second criteria 
are satisfied (existing e-mail address or not comes from specified domain will not be added, 
Figures 2 and 6, paragraph [0036]). 

As to claim 5, Harms discloses the elements of claim 1 as noted above and further 
discloses determining if the at least one archive from which the e-mail address was retrieved 
includes an organization (domain, Figure 6); organizing the electronic address book according to 
at least a portion of the at least one archive from which the e-mail address was retrieved 
(organize based on last name, Figure 4); and the adding includes adding the e-mail such that the 
e-mail address is added according to the organized address book (Figure 4, paragraph [0027]). 



As to claim 6, Harms discloses the elements of claim 1 as noted above and further 
discloses generating a retrieved list of e-mail addresses retrieved during the searching that satisfy 
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the first defined criterion (new address is found, paragraph [0037], lines 3-6); and the adding 
includes adding the e-mail, addresses if the e-mail address is confirmed to be added (Figure 4, 
paragraph [0031], paragraph [0033]). 

As to claim 8, Harms discloses the elements of claim 6 as noted above and further 
discloses receiving confirmation of additions based on the retrieved list prior to the adding the e- 
mail address (select e-mail to enter from list of new address, Figure 4, paragraph [0027], 
paragraph [0033]). 

As to claim 13, Harms discloses the elements of claim 10 as noted above and further 
discloses accessing, over the network, an external archive comprising a second list of e-mail 
addresses (paragraph [0030], lines 1-2) generated with a second application; 

parsing the external archive for e-mail addresses (Figure 3); 

retrieving e-mail addresses from the external archive (Figure 3, paragraph [0030]); 

applying the first and second criteria (filter address to include message from specified 
domains as second criterion, Figure 6, paragraph [0035], lines 11-16); and 

adding the retrieved e-mail addresses from the external archive if the retrieved e-mail 
addresses from the external archives meet both the first and second criteria (new e-mail address 
comes from specified domain will be added, Figures 2 and 6, paragraph [0036]). 

Harms does not explicitly disclose searching archive of e-mails associated with a second 
application for an e-mail. 
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Huang discloses searching e-mail address from multiple data sources such as e-mail 
folders and archive, and master address book on the network server (Figures la, le, column 4, 
lines 5-18, column 6, lines 2-7). It would have been obvious to a person of ordinary skill in the 
art at the time of invention was made to modify Harms's disclosure to search e-mail associated 
with different applications as taught by Huang for the purpose of extracting e-mail address from 
different sources (Figure la, items 101, 103, Huang). The skilled artisan would have been 
motivated to improve the invention of Harms per the above such that address book can be 
populated by different servers/application (column 2, lines 10-15, Huang). 

As to claim 20, Harms discloses the elements of claim 19 as noted above and further 
discloses a code segment for supplying a plurality of criteria options (different filter rules can be 
applied, Figure 6, paragraph [0035]); and a code segment for receiving a selection of criteria 
including the first and second criteria (select criteria/rules from fields, domain, Figure 6, 
paragraph [0035]). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harms and Huang 
as applied to claim 1 above, and further in view of Creswell. 

As to claim 7, Harms and Huang (Harms- Huang) discloses the elements of claim 1 as 
noted above but does not explicitly disclose generating a verification list of at least the e-mail 
address added to the address book 
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Creswell discloses verifying the user with message with the updated address information 
(Figures 2 and 3, column 2, lines 48-55, lines 63-64, column 4, lines 51-57). 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Harms- Huang's disclosure to include verification of updated e-mail address 
as taught by Creswell for the purpose of confirmation of updated e-mail address (Figure 3, item 
307, Creswell). The skilled artisan would have been motivated to improve the invention of 
Harms- Huang per the above such that added address book can be verified. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harms as applied 
to claim 12 above, and further in view of Montville et al. (US Patent 6356,937, hereinafter 
referred as Montville). 

As to claim 14, Harms discloses the elements of claim 12 as noted above and further 
discloses 

determining if the archive includes an organizational folder (e-mail in an organizational 
folders, paragraph [0002], lines 7-10); 

the adding includes adding the first e-mail address to the electronic address book in the 
generated folder (Figure 4, paragraph [0027]). 

Harms discloses taking personal information from one application to an address book 
application (paragraph [0005]) but does not explicitly disclose determining if the e-mail address 
was retrieved from the organization folder; generating a folder within the addresses book; and 
adding the first e-mail address to the electronic address book in the generated folder. 
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Montville discloses extracting address from a received message, create folders to hold 
addresses, and add the address to the folder (column 18, lines 4-12). Montville also discloses 
generating folders within the Inbox for incoming messages based on a rule (for example, domain 
or group information) to place the messages into the designated folder (column 18, lines 29-35, 
column 2 1 , lines 46-49). 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Harms's disclosure to identify the status /source of e-mail address as taught 
by Montville for the purpose of providing information about the source of message and 
organizing the message accordingly (column 21, lines 46-58, Montville). The skilled artisan 
would have been motivated to improve the invention of Harms per the above such that address 
book can be stored in folders in such a way that they group those addresses with something in 
common (column 18, lines 12-16, Montville). 

Related Prior A rts 

The following list of prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. 

• Lee, Yong Tuck, 20030009439 Al, "Family tree website architecture". 

• Kobayashi, Kiyoshi et al., US 20020129007 Al, "Information management 
apparatus maintaining data base consistency and recording medium recording 
data base consistency maintaining program". 
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• Yonenaga, Tomomi et al., US 20020002589 Al, "Method and system for 
managing access right of E-mail information". 

• McKinzie; Christopher W. et al., US 6956942 B2, "Multi-modal address book". 

• Reeves; Jon et al., US 6748402 Bl, "System and method for converting and 
loading interactive pager address books". 

• Brown, Michael T., US 20020156895 Al, "System and method for sharing 
contact information". 

• Ng; Mason et al., US 6 1 3 1 096 A, "System and method for updating a remote 
database in a network". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shew-Fen Lin whose telephone number is 571-272-2672. The 
examiner can normally be reached on 8:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 571-272-3978. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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